THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe

final rejection of clains 1 and 2.

! Application for patent filed February 21, 1995.

26

According to appellants, the application is a continuation of

Application 08/091,019 filed July 14, 1993, now abandoned.
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Claiml is representative and is reproduced bel ow

1. A friction material conprising a fibrous
rei nf orcenent, an inorganic filler, a friction nodifier,
and an organic t hernosetting resin binder, wherein said
inorganic filler cont ai ns nol ybdenum tri oxi de.

As evi dence of obviousness, the exam ner relies upon the

follow ng prior art references:

Mar zocchi et al. (Marzocchi) 3,967, 037 Jun
29, 1976

Nagahiro et al. (Nagahiro) 5, 258, 441 Nov.
2, 1993

The appeal ed clains stand rejected under 35 U S.C. § 103
as unpat ent abl e over Marzocchi in view of Nagahiro. W cannot
sustain the stated rejection.

The subject matter on appeal is directed to a friction
material conprising a fibrous reinforcenent, an inorganic
filler, a friction nodifier, a thernosetting resin binder,
wherein either a part or the whole of the inorganic filler is
constituted by nol ybdenumtrioxide. The presence of
nmol ybdenumtrioxide is said to provide the clained friction
material with good resistance to fading, the common phenonenon
of the friction coefficient |owering during braking.
Additionally, the clainmed friction material is said to
experience a reduction in cracks and deterioration caused by
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ashing at high tenperature and high | oad conditions.
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The exam ner’s conclusion that the clained friction
mat eri al woul d have been obvious to a person of ordinary skil
inthe art is based on his inplicit finding that such a person
woul d have been led to incorporate nolybdenumtrioxide in the

t hernbsetti ng bi nder based friction material described in the

Mar zocchi reference in |light of Nagahiro’ s teaching that
nmol ybdenum tri oxi de may be usefully incorporated into a

frictional material conposite fornmulated with a thernoplastic

bi nder. Specifically, based on the exam ner’s assertion that
Nagahiro teaches the “equival ence of MO, for graphite,” the
exam ner apparently believes that it would have been obvi ous
to replace the graphite filler in Marzocchi’s material with
nmol ybdenum tri oxi de. However, Nagahiro teaches that graphite
is a heat-conductivity inproving filler while nolybdenum
trioxide is a lubrication inproving filler in the described

t hernopl astic based friction materials. See Nagahiro at
colum 3, lines 64 and 65 and colum 3, line 68 to colum 4,
line 2. Thus, as argued by appellants, there is inadequate
factual support for the assertion that graphite and nol ybdenum
trioxide are equivalent fillers. Wth respect to the

exam ner’ s observation that Marzocchi recites the “useful
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i ncorporation of nmetal oxides” and thus contenpl ates the

i ncorporation of the netal oxide, nolybdenumtrioxide, the
exam ner should be aware that the fact that a clai med species
i s enconpassed by a prior art genus is not sufficient itself

to establish a prina facie case of obvi ousness of that

species. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552
(Fed. Cir. 1994). Finally, the exam ner has provided no
obj ective evidence or persuasive reasons in support of his
assertion (answer, page 3) that “[o]ne of ordinary skill in
the art would have recogni zed that solid |ubricants for
t her nopl astics would function equivalently in thernosetting
pol ymer conpositions.”

Accordingly, the stated rejection of the appeal ed cl ai ns
cannot be sustained. The decision of the examner is
reversed

OTHER | SSUES

Prior to taking further action in this application, the
exam ner shoul d reconsi der the question of obviousness of the
cl aimed invention by reconsidering the disclosure in Nagahiro
at colum 3, line 68 to colum 4, line 2 that “lubrication
i nprovi ng inorgani c powders” for use in a thernopl astic binder
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based friction material include “nol ybdenum di sul fide, carbon
and nol ybdenum trioxide” in light of the disclosure in U S.
Patent No. 4,273,699 issued to Chester on June 16, 1981 at

col um

2, lines 4-6 that a m xture of “friction and wear nodifiers”
used in a described prior art thernosetting binder based
friction material may include “carbon, graphite, antinony
trisulfide and nol ybdenum di sul fide”. Thus, the exam ner
shoul d focus on the question of whether or not one of ordinary
skill in this art would have had a reasonabl e expectation of
successfully using nolybdenumtrioxide as a “friction and
wear nodifier” in Chester’s thernosetting based friction
material. The exam ner should al so note that the Chester
patent is described by appellants in their specification at
page 1 as disclosing friction materials that have a tendency
to devel op cracks or to deteriorate due to ashing when used
under hi gh-tenperature and hi gh-1oad conditions.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge )
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